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DETAILED ACTION 

This action is responsive to the Amendments/Arguments filed on 06/14/2010. 
Claims 1, 3-5, and 7-16 have been canceled. Claims 2, 6, and 17-19 have been 
amended. Newly claims 20-46 have been added. Claims 2, 6, and 1 7-46 are now 
pending. 

Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
06/14/2010 has been entered. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claim 17-20, 29, and 38 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. A claim directed to or including 
within its scope a human being will not be considered to be patentable subject matter 
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under 35 U.S.C. 101 since the grant of a limited, but exclusive property right in a human 
being is prohibited by the Constitution. 

Limitations with positive attachment to the "... body part" includes part of a 
human being within its scope. With claim 20 as an example, Examiner suggests 
amending it to "...devices configured to secure the base to be attached to the body part" 
or the like. 



Claim Rejections - 35 USC §112 

4. Claim 21 -28, 30-37, and 39-46 are rejected under 35 U.S.C. 1 1 2, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Examiner is unable to 
find support for claims that contain "the additional connection aide component having a 
protrusion connected to either ....with respect to the second dovetail mating portion. 
Examiner is unable to find support for claims that contain "the protrusion is a biased 
member and the receiving ...to receive the biased member." Examiner is unable to find 
support for claims that contain "the first dovetail mating portion comprises a dovetail pin 
... a dovetail tail." Examiner is unable to find claims that contain "the first dovetail mating 
portion comprises a dovetail tail and ... a dovetail pin." Examiner is unable to find claims 
that contain "the reference frame and second dovetail ... unitary reference frame." 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 1 03(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



7. Claim 20, 25, 26, 29, 34, 35, 38, 43, and 44 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Foley et al. (Pat. No. 6,226,548, hereinafter Foley '548) in 
view of Melkent et al. (Pub. No. 2003/0208122, hereinafter Melkent '122). 

In re claim 20, Foley '548 teaches a device for use in computer assisted surgery 
to attach a plurality of indicia capable of being sensed by a computer functionality to a 
body part involved in surgery, which device comprises: (a) a base (fig. 1a, element 170, 
col. 7, lines 1-58), comprising; (i) one or more bone attachment devices configured to 
secure the base to the body part (fig. 1a, element 30, line 35-62); (b) a reference frame 
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for holding the plurality of indicia (col. 7, lines 1-9, element 120, 122). Indicia may be 
secured to the body part in a selectively re-attachable manner (col. 7, lines 10-37). 

Foley '548 fails to teach a first dovetail mating portion; and the reference frame 
having a second dovetail mating portion; wherein the first and second dovetail mating 
portions are configured to mate in a single orientation and position. 

Melkent '122 teaches a first dovetail mating portion (fig. 3, para 0042). Melkent 
'1 22 teaches that the reference frame and the base are configured to mate in a single 
orientation and position (fig. 3 para 0042-0046). Though Melkent '122 fails to explicit 
describe a second dovetail mating portion in the reference frame, it would be inherent 
and/or obvious to have a second dovetail mating portion to match/mate with the first 
dovetail mating portion to form one set piece (fig. 3). 

It would have been prima facie obvious to one of ordinary skills in the art at the 
time of invention to modify the device of Foley '528 to include the dovetail mating 
portion of Melkent '122 in order to provide better strength and longevity of the 
connection. 

In re claim 29, Foley '548 teaches a system for performing computer assisted 
surgery on a body part involved in surgery, the system comprising: (a) a plurality of 
indicia (col. 6, lines 1-20); (b) a computer functionality adapted to sense the position of 
the plurality of indicia (col. 6, lines 1 -20); (c) a base, comprising: (i) one or more bone 
attachment devices configured to secure the base to the body part (fig. 1a, element 30, 
line 35-62); (d) a reference frame for holding the plurality of indicia in a reference array 
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(col. 7, lines 1-9, element 120, 122), and the indicia may be secured to the body part in 
a selectively re-attachable manner (col. 7, lines 10-37). 

Foley '548 fails to teach a first dovetail mating portion; and the reference frame 
having a second dovetail mating portion; wherein the first and second dovetail mating 
portions are configured to mate in a single orientation and position. 

Melkent '122 teaches a first dovetail mating portion (fig. 3, para 0042). Melkent 
'122 teaches that the reference frame and the base are configured to mate in a single 
orientation and position (fig. 3 para 0042-0046). Though Melkent '122 fails to explicit 
describe a second dovetail mating portion in the reference frame, it would be inherent 
and/or obvious to have a second dovetail mating portion to match/mate with the first 
dovetail mating portion to form one set piece (fig. 3). 

It would have been prima facie obvious to one of ordinary skills in the art at the 
time of invention to modify the device of Foley '528 to include the dovetail mating 
portion of Melkent '122 in order to provide better strength and longevity of the 
connection. 

In re claim 38, Foley '548 teaches a method of performing computer assisted 
surgery on a body part involved in surgery, the method comprising: (a) providing a 
plurality of indicia (col. 6, lines 1 -20); (b) providing a computer functionality adapted to 
sense the position of the plurality of indicia (col. 6, lines 1 -20); (c) providing a base, the 
provided base having one or more bone attachment bone attachment devices 
configured to secure the base to the body part involved in surgery (fig. 1a, element 30, 
line 35-62, & abstract), (d) providing a reference frame for holding the plurality of indicia 
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in a reference array (col. 7, lines 1-9, element 120, 122), (e) securing the indicia to the 
body part involved in surgery in a selectively re-attachable manner(col. 7, lines 10-37). 
(f) performing at least part of the computer assisted surgery based at least in part on 
information obtained from the computer functionality based on sensing position of the 
plurality of indicia (col. 6, lines 1-40). 

Foley '548 fails to teach a first dovetail mating portion; and the reference frame 
having a second dovetail mating portion; mating the first and second dovetail portions in 
a single orientation and position. 

Melkent '122 teaches a first dovetail mating portion (fig. 3, para 0042). Melkent 
'122 teaches that the reference frame and the base are configured to mate in a single 
orientation and position (fig. 3 para 0042-0046). Though Melkent '122 fails to explicit 
describe a second dovetail mating portion in the reference frame, it would be inherent 
and/or obvious to have a second dovetail mating portion to match/mate with the first 
dovetail mating portion to form one set piece (fig. 3). 

It would have been prima facie obvious to one of ordinary skills in the art at the 
time of invention to modify the method of Foley '528 to include the dovetail mating 
portion of Melkent '122 in order to provide better strength and longevity of the 
connection. 

In re claims 25, 26, 34, 35, 43, and 44, Foley '548 fails to teach a first dovetail 
mating portion; and the reference frame having a second dovetail mating portion; 
mating the first and second dovetail portions in a single orientation and position. 
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Melkent '122 teaches a first dovetail mating portion (fig. 3, para 0042). Melkent 
'122 teaches that the reference frame and the base are configured to mate in a single 
orientation and position (fig. 3 para 0042-0046). Though Melkent '122 fails to explicit 
describe a second dovetail mating portion in the reference frame, it would be inherent 
and/or obvious to have a second dovetail mating portion to match/mate with the first 
dovetail mating portion to form one set piece (fig. 3). 

It would have been prima facie obvious to one of ordinary skills in the art at the 
time of invention to modify the device and method of Foley '528 to include the dovetail 
mating portion of Melkent '122 in order to provide better strength and longevity of the 
connection. 

Furthermore, it would have been obvious matter of design choice to modify the 
Melkent '122 by having the first dovetail mating portion comprises a dovetail pin and the 
second dovetail mating portion comprises a dovetail tail, or by having the first dovetail 
mating portion comprises a dovetail tail and the second dovetail mating portion 
comprises a dovetail pin, Since the applicant has not disclosed that having different 
dovetail tail or dovetail pin on each portion solves any stated problem or is for any 
particular purpose and it appears that the dovetail mating portions of Melkent '122 would 
perform equally well with each portion regardless which portion is a pin or a tail as long 
two portions can be mated together. 
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8. Claims 2, 6, 21 -23, 27, 28, 30-32, 36, 37, 39, 40, 41 , 45, and 46 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Foley '548 and Melkent '122 further 
in view of Thurston (Pat. No. 6,474,901, hereinafter Thurston '901). 

In re claims 21 , 22, 30, 31 , 39, and 40, the combine device of Foley '548 and 
Melkent '122 fails to teach an additional connection aid component, the additional 
connection aid component having a protrusion connected to either the first or second 
dovetail mating portions and further having a receiving portion connected to the other of 
the first or second dovetail mating portions, the receiving portion configured to receive 
the protrusion when the first dovetail mating portion is in the single orientation and 
position with respect to the second dovetail mating portion. And the protrusion is a set 
screw and the receiving portion is an opening for receiving the set screw. 

Thurston '901 teaches the use of screw to strength the dovetail joint between the 
first dovetail portion and the second dovetail portion through the holes on each dovetail 
portions (fig. 8, col. 4, line 54 - col. 5, line 4). 

It would have been prima facie obvious to one of ordinary skills in the art at the 
time of invention to modify the device of Foley '528 and Melkent '122 to include the 
screw and protrusion of Thurston '901 to strength the connection. 

In re claims 2 and 6, the combine device of Foley '548, Melkent '122, and 
Thurston teaches claim 21 set forth above. Foley '548 teaches at least one of the indicia 
includes a reflective surface adapted to be sensed by an infrared sensor device or a 
transponder that emits energy when interrogated (col. 6, lines 1 -20, & col. 8, line 54 - 
col. 9, line 12). 
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In re claims 23, 32, and 41 , the combine device of Foley '548 and Melkent '122 
fails to teach the protrusion is a biased member and the receiving portion is a slot 
configured to receive the biased member. 

Thurston '901 teaches that a biased member and the receiving portion is a slot 
configured to receive the biased member (fig. 8, col. 4, line 54 - col. 5, line 4). 

It would have been prima facie obvious to one of ordinary skills in the art at the 
time of invention to modify the device or method of Foley '528 and Melkent '122 to 
include the slot and biased member of Thurston '901 to secure the connection. 

In re claims 27, 36, and 45, the combine device and method of Foley '548, 
Melkent '122, and Thurston teaches claim 21 set forth above. Furthermore, Melkent 
'122 teaches the reference frame and second dovetail mating portion are molded as a 
single-piece unitary reference frame (fig. 3 para 0042-0046). 

In re claims 28, 37, and 46, the combine device and method of Foley '548, 
Melkent '122, and Thurston teaches claim 21 set forth above. Foley '548 teaches one or 
more openings in the base for receiving one or more bone screws (col. 6, lines 41 -47). 

9. Claims 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Foley '548, Melkent '122, and Thurston '901 further in view of Neubauer et al. 
(Pub. No. 2002/0068942, hereinafter Neubauer '942). 

In re claims 1 7 and 1 8, the combine device of Foley '548, Melkent '1 22, and 
Thurston '901 fails to teach an adjustable securing mechanism is interposed between 
the second dovetail mating portion and the indicia, registering and securing mechanism 
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and the item, the adjustable securing mechanism including a structure which allows the 
indicia to be selectively repositioned relative to the body part involved along three 
rotational degrees of freedom. 

Neubauer '942 teaches an adjustable securing mechanism is interposed 
between the second dovetail mating portion and the indicia, registering and securing 
mechanism and the item, the adjustable securing mechanism including a structure 
which allows the indicia to be selectively repositioned relative to the body part involved 
along three rotational degrees of freedom (para 0034). 

It would have been prima facie obvious to one of ordinary skills in the art at the 
time of invention to modify the method and device of Foley '548, Melkent '122, and 
Thurston '901 to include the adjustable securing mechanism which allows for 3 
rotational degrees of freedom of Neubauer '942 in order to allow freely rotate/place 
indicia in different orientations. 

1 0. Claims 24, 33, and 42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Foley '548, Melkent '122, and Thurston '901 further in view of Hornik 
(Pat. No. 2,615,227, hereinafter Hornik '227). 

In re claims 24, 33 and 42, the combine device of Foley '548, Melkent '122, and 
Thurston '901 fails to teach providing an additional magnetic connection aid. 

Hornik '227 teaches additional magnetic connection aid (fig. 5, col. 3, lines 55- 

70). 
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It would have been prima facie obvious to one of ordinary skills in the art at the 
time of invention to modify the method and device of Foley '548, Melkent '122, and 
Thurston '901 to include an additional magnetic connection to further strengthen the 
connection. 

Response to Arguments 

1 1 . Applicant's arguments with respect to claims 2, 6, and 1 7-46 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BO J. PENG whose telephone number is (571)270- 
1792. The examiner can normally be reached on Monday thru Thursday: 8:30am- 
5:00pm, Alternate Fridays, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on 571-272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/BO J. PENG/ 
Examiner, Art Unit 3768 



/LONG V. LE/ 

Supervisory Patent Examiner, Art Unit 3768 



